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DETAILED ACTION 

Drawings 

The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) 
because reference character "440" has been used to designate both a "step" in 
flowchart 430 and a "CAS system" and "444" has been used to designate both a "loop" 
in flowchart 430 and a "trackable marker." Corrected drawing sheets in compliance with 
37 CFR 1 .121(d) are required in reply to the Office action to avoid abandonment of the 
application. Any amended replacement drawing sheet should include all of the figures 
appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. Each drawing sheet submitted after the filing date of an application must be 
labeled in the top margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 
CFR 1.121 (d). If the changes are not accepted by the examiner, the applicant will be 
notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they do not include the following reference sign(s) mentioned in the 
description: 302, as disclosed on page 1 1 , line 21 . Corrected drawing sheets in 
compliance with 37 CFR 1 .121(d) are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing sheet should 
include all of the figures appearing on the immediate prior version of the sheet, even if 
only one figure is being amended. Each drawing sheet submitted after the filing date of 
an application must be labeled in the top margin as either "Replacement Sheet" or "New 
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Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they include the following reference character(s) not mentioned in the 
description: 450, as shown in Figure 9. Corrected drawing sheets in compliance with 37 
CFR 1 .121(d), or amendment to the specification to add the reference character(s) in 
the description in compliance with 37 CFR 1.121(b) are required in reply to the Office 
action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the 
sheet, even if only one figure is being amended. Each drawing sheet submitted after the 
filing date of an application must be labeled in the top margin as either "Replacement 
Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by 
the examiner, the applicant will be notified and informed of any required corrective 
action in the next Office action. The objection to the drawings will not be held in 
abeyance. 

Specification 

The disclosure is objected to because of the following informality: 
On page 20, line 13, it appears there are some extraneous question marks (i.e. 
??) in the sentence. 

Appropriate correction is required. 
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The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

Claim Objections 

Claims 42 and 44-47 are dependent upon cancelled claims and thus are 
considered incomplete. As such, these claims have not been further treated on the 
merits thereof. See MPEP 608.01 (n) 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 6 and 9-10 rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 6 recites the limitations "the first carriage" and "the second carriage." 
There is insufficient antecedent basis for these limitations in the claim. 

Claim 9 recites the limitations "the first pair of opposed sides," "the second pair of 
opposed sides," "the third carriage" and "the fourth carriage." There is insufficient 
antecedent basis for these limitations in the claim. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 1 03(c) and potential 35 U.S.C. 1 02(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 1-5, 7-8, 11-14 and 43 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yanagisawa (US Patent 5,31 1 ,790) in view of Yanagisawa (US 
Patent 4,995,277). 

Yanagisawa '790' discloses a jig (Figure 6) comprising a support frame (320); a 
first guide member (302) mounted on the support frame via a first arm (i.e. element 
connecting 306 and 318) and translatable (i.e. by drive mechanisms / 1 st and 2 nd 
carriers / lead screw) over a first plane (i.e. defined by movement of 302 in both the X 
and Y directions); and a second guide element (324) mounted on the support frame via 
a second arm (i.e. element connecting 328 and 340) and translatable (i.e. by drive 
mechanisms / 3 rd and 4 th carriers / lead screw) over a second plane (i.e. i.e. defined by 
movement of 324 in both the X and Y directions) parallel to the first plane, wherein each 
guide element is independently driven by an electric motor (i.e. similar to 8b in Figure 1 ) 
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and the support includes a first pair of opposed sides, each including a slider (306 and 
31 8), and a second pair of opposed sides perpendicular to the first pair, each including 
a slider (328 and 340) (see annotated Figure below and column 9, lines 7-45). 




Sides 

Yanagisawa '790' disclose that tools can be attached to the guide members 
(column 3, lines 8-10); however, fail to disclose the connection being first and second 
guide channels. Yanagisawa '277' teaches a jig (Figure 1) comprising a guide element 
(130) capable of having a guide channel (Figure 6 and column 4, lines 41-45). It would 
have been obvious to a person having ordinary skill in that art at the time of the 
invention to construct the invention of Yanagisawa '790' with the guide element capable 
of having a guide channel in view of Yanagisawa '277' in order to provide for the 
passing of a tool between the first and second guide elements. 
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With regard to the statements of intended use and other functional statements, 
such as "for," they do not impose any structural limitations on the claims distinguishable 
over the invention of Yanagisawa 790' in view of Yanagisawa '277' which is capable of 
being used as claimed if one so desires to do so. In re Casey, 152 USPQ 235 (CCPA 
1967) and In re Otto, 136 USPQ 458, 459 (CCPA 1963). Furthermore, the law of 
anticipation does not require that the reference "teach" what the subject patent teaches, 
but rather it is only necessary that the claims under attack "read on" something in the 
reference. Kalman v. Kimberly Clark Corp., 218 USPQ 781 (CCPA 1983). Furthermore, 
the manner in which a device is intended to be employed does not differentiate the 
claimed apparatus from the prior art apparatus satisfying the claimed structural 
limitations. Ex parte Masham, 2 USPQ2d 1647 (1987). 

Claims 1-10, 12-14 and 43 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yanagisawa (US Patent 4,995,277) in view of Yanagisawa (US 
Patent 5,31 1 ,790). 

Yanagisawa discloses a jig (Figure 1) comprising a support frame (10); a first 
guide element (130) capable of having a first guide channel (Figure 6 and column 4, 
lines 41-45) mounted on the support frame via a first arm (94 or 96) and translatable 
(i.e. by drive mechanisms / carrier / lead screws (12, 1 4, 26 and 28) including 1 st and 2 nd 
carriers (92 and 98) bearing the first guide element) over a first plane (i.e. defined by 
movement of 130 in both the X and Y directions), wherein the guide element is 
independently driven by an electric motor (40 and 62) in the X and Y directions and the 
support includes a first pair of opposed sides (i.e. top and bottom sides in Figure 1), 
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each including a slider (84 and 86), each slider having a guide track (106 and 108) 
having a bushing (114) receiving an end of the carrier, and a second pair of opposed 
sides (i.e. left and right sides in Figure 1) perpendicular to the first pair, each including a 
slider (88 and 90), each slider having a guide track (106 and 108) having a bushing 
(114) receiving an end of the carrier, wherein the first carrier extends between the 
sliders of the first pair of sides and the second carrier extends between the sliders of the 
second pair of sides (column 2, line 26 - column 5, line 25). 

Yanagisawa '277' discloses the claimed invention except for a second guide 
element having a second guide channel mounted on the support frame via a second 
arm and translatable by a drive mechanism including 3 rd and 4 th carriers bearing the 
second guide element over a second plane parallel to the first plane, wherein the guide 
element is independently driven by an electric motor, the 3 rd carrier extends between 
sliders on the first pair of slides and the 4 th carrier extends between sliders on the 
second pair of sides. Yanagisawa '790' teaches a jig (Figure 6) wherein a first guide 
element (302) is mounted on a support frame (302) and is translatable (i.e. by a drive 
mechanism) over a first plane (i.e. defined by movement of 302 in both the X and Y 
directions); and a second guide element (324) is mounted on the support frame and 
translatable (i.e. by a drive mechanism) over a second plane (i.e. i.e. defined by 
movement of 324 in both the X and Y directions) parallel to the first plane. A skilled 
artisan would recognize that a duplication of the essential working parts (i.e. Figure 1 of 
Yanagisawa '277') would yield a device similar to that of Yanagisawa '790', where it has 
been held that mere duplication of the essential working parts of a device involves only 
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routine skill in the art. St. Regis Paper Co. v. Bemis Co., 193 USPQ 8. This would 
result in the invention of Yanagisawa '277' including a second guide element having a 
second guide channel mounted on the support frame via a second arm and translatable 
by a drive mechanism including 3 rd and 4 th carriers bearing the second guide element 
over a second plane parallel to the first plane, wherein the guide element is 
independently driven by an electric motor, the 3 rd carrier extends between sliders on the 
first pair of slides and the 4 th carrier extends between sliders on the second pair of 
sides. It would have been obvious to a person having ordinary skill in that art at the 
time of the invention to construct the invention of Yanagisawa '277' with duplicating its 
essential working parts to yield a device in view of Yanagisawa '790' in order to provide 
a device comprising two guide elements independently translatable with respect to each 
other over two parallel planes. 

With regard to the statements of intended use and other functional statements, 
such as "for," they do not impose any structural limitations on the claims distinguishable 
over the invention of Yanagisawa '277' in view of Yanagisawa '790' which is capable of 
being used as claimed if one so desires to do so. In re Casey, 152 USPQ 235 (CCPA 
1967) and In re Otto, 136 USPQ 458, 459 (CCPA 1963). Furthermore, the law of 
anticipation does not require that the reference "teach" what the subject patent teaches, 
but rather it is only necessary that the claims under attack "read on" something in the 
reference. Kalman v. Kimberly Clark Corp., 218 USPQ 781 (CCPA 1983). Furthermore, 
the manner in which a device is intended to be employed does not differentiate the 
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claimed apparatus from the prior art apparatus satisfying the claimed structural 
limitations. Ex parte Masham, 2 USPQ2d 1647 (1987). 

Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yanagisawa (US Patent 4,995,277) in view of Yanagisawa (US Patent 5,31 1 ,790) 
further in view ofYau (US Patent 6,196,081). 

Yanagisawa '277' in view of Yanagisawa '790' disclose the claimed invention 
except for each motor being a stepper motor. Yau teach the use of stepper motors (30) 
to adjust the position of a first guide member (24) relative to a second guide member 
(1 8) (Figure 1 and column 3, line 26 - column 5, line 1 2). It would have been obvious to 
a person having ordinary skill in that art at the time of the invention to construct the 
invention of Yanagisawa '277' in view of Yanagisawa '790' with the use of stepper 
motors to adjust the position of the first guide member relative to the second guide 
member in view of Yau in order to provide a precise and controlled movement of the 
guide elements without the use of positive feedback. 

Claims 16-18 and 41 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yanagisawa (US Patent 4,995,277) in view of Yanagisawa (US Patent 5,31 1 ,790) 
further in view of Henderson et al. (US Patent 7,217,276). 

Yanagisawa '277' in view of Yanagisawa '790' disclose the claimed invention 
except for the jig further comprising a plurality of feet engageable with a surface of a 
body part, a first marker attached to an instrument and a second marker attached to the 
second guide element, wherein the markers are detectable by a tracking system. 
Henderson et al. teach a jig (110) comprising a plurality of feet (422) engageable with a 
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surface of a body part (120), a first marker (122) attached to a instrument (114) and a 
second marker (144) attached to a guide element (140), wherein the markers are 
detectable by a tracking system (126) (Figures 1 and 4A and column 3, line 35 - column 
9, line 50). It would have been obvious to a person having ordinary skill in that art at the 
time of the invention to construct the invention of Yanagisawa '277' in view of 
Yanagisawa '790' with the jig comprising a plurality of feet engageable with a surface of 
a body part, a first marker attached to a instrument and a second marker attached to a 
guide element, wherein the markers are detectable by a tracking system in view of 
Henderson et al. in order to provide a tracking and guiding means for positioning an 
instrument with respect to a body part. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Challis (US Patent 4,865,496) discloses a jig comprising a support and first 
and second guide elements. 

Mazzocchi et al. (US Publication 2004/0167543) discloses a jig comprising a 
support frame and first and second guide elements. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Larry E. Waggle, Jr whose telephone number is 
(571)270-71 10. The examiner can normally be reached on Monday through Thursday, 
6:30 a.m. to 5:00 p.m. EST. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas C. Barrett can be reached on (571)272-4746. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/L E. W./ /Thomas C. Barrett/ 

Examiner, Art Unit 3775 Supervisory Patent Examiner, Art 

Unit 3775 



